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DETAILED ACTION 
Response to Amendment 

1. Applicant's amendment filed June 26, 2006 has been entered. Claims 7-11, 13-19 and 21- 
38 are pending in the instant application. 

Election/Restrictions 

2. Newly submitted claims 34-38 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: newly submitted claims 34-38 
are drawn to non-elected Species B a process for marking a thermoplastic by ablating said 
thermoplastic substrate (protrusion forming). 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 24-38 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this coimtry, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 21-25, 27, 29 and 30 are rejected under 35 U.S.C. 102(b) as being anticipated by 
WO 01/45559 Al. 

Regarding claim 21, WO 01/45559 Al teaches the claimed process of laser marking a 
dental container including, providing a container having an exterior surface and an interior 
chamber, the container formed from a thermoplastic material having a laser enhanced outer 
layer, and inserting dental restorative material (light curing) into the interior chamber of the 
container (see pages 4-5). Further, WO 01/45559 Al teach that said laser marking does not 
adversely affect the function of the dental container (see page 7, lines 20-27). It is noted that the 
laser enhanced outer layer is an integral part of the container, i.e., a coating, hence it is submitted 
that the container is made from a laser-enhanced material. Furthermore, WO 01/45559 Al also 
teaches directly laser marking the container, hence teaching a container made from a laser- 
enhanced material (see page 2, lines 26-27). 

In regard to claim 22, WO 01/45559 Al teaches inserting dental restorative material 
(light curing) into the interior chamber of the container (see pages 4-5). 

Specifically regarding claim 23, WO 01/45559 Al teaches laser marking of numbers and 
numerals (see Figure 1). 

Regarding claims 24 and 25, WO 01/45559 Al teaches that said laser marking does not 
adversely affect the fimction of the dental container (see page 7, lines 20-27). 

In regard to claim 27, WO 01/45559 Al teaches numeric markings (see Figure 1). 

Specifically regarding claims 29 and 30, WO 01/45559 Al teaches a black container 
(page 6, line 27). It is submitted that a black container inhibits the transmission of light. Further, 
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it is submitted that visible light has a wavelength range of 400-700 nm, hence WO 01/45559 Al 
teaches a container that inhibits transmission of hght radiation in the range of 400-700 nm (370- 
530 nm). 

Claim Rejections - 35 USC§103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 21-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over Martin et 
al. (US Patent No. 5,100,320) in view of Feng et al. (US Patent No. 5,977,514) and in further 
view of WO 01/45559 Al. 

Martin et al. ('320) teach the basic claimed process of marking a dental container 
including, providing a container having an exterior surface and an interior chamber, the container 
formed from a nylon (laser-enhanced) material and including pigments that make the container 
opaque to light (inhibit the transmission of light radiation of selected wavelengths therethrough) 
and inserting light curing (radiation-reactive) dental restorative material into the interior chamber 
of the container (see col. 3, line 67 through col. 4, line 18; col. 4, lines 55-67 and col. 6, line 54 
through col. 7, line 6). 

Regarding claim 21, Martin et al. ('320) do not teach forming a marking using laser 
radiation from a Nd:YAG laser, wherein said mark is a letter or a bar code. WO 01/45559 Al 
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teaches that it is well known and desirable to laser mark a product container with a variety of 
informational data, e.g,, nature of the product (shape, size, color, weight, volume), name of the 
manufacturer or seller of the product, country of origin and processing (see page 1, lines 21-30 
and page 2, lines 26-27). Feng et aL ('514) teach using a Nd:YAG laser for marking nylon 
materials as an alternative to ink marking as a means for identifying products, wherein said mark 
is a letter or a bar code (see col. 1, lines 9-17 and col. 2, lines 51-54). Further, Feng et ai ('514) 
specifically teach adding color additives to nylon to make the nylon absorptive of laser radiation 
(see col. 2, lines 50-55). That is, in view of the teachings of Feng et aL ('514) and, because, 
Martin et aL (*320) teach a nylon material having pigments added thereto, it is submitted that the 
nylon material of Martin et aL ('320) is a laser-enhanced material. Therefore, in view of WO 
01/45559 A 1 teaching a desirability to laser mark a container, it would have been obvious for 
one of ordinary skill in the art to use the laser marking process of Feng et aL ('514) in the 
process of Martin et aL ('320) for a variety of advantages that laser marking provides such as, 
improved process control, reduced waste and ease in modifying the required mark in a short 
period of time, and also because, WO 01/45559 Al specifically teaches the desirability to laser 
mark a product container. 

In regard to claim 22, Martin et aL ('320) teach inserting light curing (radiation-reactive) 
dental restorative material into the interior chamber of the container (see col. 3, line 67 through 
col. 4, line 18; col. 4, Hnes 55-67 and col. 6, line 54 through col. 7, line 6). 

Specifically regarding claim 23, WO 01/45559 Al teaches that it is well known and 
desirable to laser mark a product container with a variety of informational data, e.g., nature of the 
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product (shape, size, color, weight, volume), name of the manufacturer or seller of the product, 
country of origin and processing (see page 1, lines 21-30 and page 2, lines 26-27). Therefore, in 
view of WO 01/45559 Al teaching a desirability to laser mark a container, it would have been 
obvious for one of ordinary skill in the art to use the laser marking process of Feng et al, ('514) 
to mark information regarding the dental material in the container in the process of Martin et al. 
('320) for a variety of advantages that laser marking provides such as, improved process control, 
reduced waste and ease in modifying the required mark in a short period of time, and also 
because, WO 01/45559 Al specifically teaches the desirability to laser mark a product container 
with such information. 

Regarding claim 24, Martin et al. ('320) specifically teach a container formed from a 
nylon (laser-enhanced) material and including pigments that make the container opaque to light 
(inhibit the transmission of light radiation of selected wavelengths therethrough) and inserting 
light curing (radiation-reactive) dental restorative material into the interior chamber of the 
container (see col. 3, line 67 through col. 4, line 18; col. 4, lines 55-67 and col 6, line 54 through 
col. 7, line 6). Hence, it is submitted that the nylon material is inert relative to the dental material 
in order for the invention of Martin et al. ('320) to function as described. 

In regard to claim 25, WO 01/45559 Al teaches that it is well known and desirable to 
laser mark a product container with a variety of informational data, e.g., nature of the product 
(shape, size, color, weight, volume), name of the manufacturer or seller of the product, country 
of origin and processing (see page 1, lines 21-30 and page 2, lines 26-27). Therefore, it submitted 
that when laser marking a nylon container, as in the process of Martin et al. ('320) in view of 
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Feng et a/. ('514) and in further view of WO 01/45559 A 1, the resulting marked container is not 
adversely affected by said laser radiation in order for it to function as intended, hence it is 
submitted that the laser marked container of Martin et al. ('320) in view of Feng et aL ('514) and 
in further view of WO 01/45559 Al is not adversely affected by the laser radiation. 

Specifically regarding claims 26-28, Feng et al. ('514) teach using a Nd:YAG laser for 
marking nylon materials as a means for identifying products, wherein said mark is a letter or a 
bar code (machine-readable) (see col. 1, lines 9-17 and col. 2, lines 51-54). Therefore, in view of 
WO 01/45559 Al teaching a desirability to laser mark a container, it would have been obvious 
for one of ordinary skill in the art to use the Nd:YAG laser to mark a bar code or alpha numeric 
characters as taught by Feng et al ('514) in the process of Martin et al ('320) for a variety of 
advantages that laser marking provides such as, improved process control, reduced waste and 
ease in modifying the required mark in a short period of time, and also because, WO 01/45559 
Al specifically teaches the desirability to laser mark a product container with such information. 

Regarding claims 29 and 30, Martin et al ('320) teach adding carbon black as a pigment, 
hence teaching making the container in a black color (see col. 4, lines 55-60). Further, it is noted 
that Martin et al ('320) teach adding carbon black in order to stop transmission of Ught. It is 
submitted that visible Hght has a wavelength range of 400-700 nm, hence Martin et al ('320) 
teach a container that inhibits transmission of light radiation in the range of 400-700 nm (370- 
530 nm). 

In regard to claim 31, Martin et al ('320) in view of Feng et al (*514) and in further 
view of WO 01/45559 Al does not specifically teach a Brightness Scaled Contrast of at least 50. 
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However, the process of Martin et al ('320) in view of Feng et aL ('514) and in further view of 
WO 01/45559 Al specifically teach a process for laser marking a container, wherein said 
marking is visible to a relative contrast level. As such a given contrast level is required in order 
for the invention of Martin et al (*320) in view of Feng et al ('514) and in further view of WO 
01/45559 Al to function as described. Hence, it is submitted that the laser mark formed by the 
process of Martin et aL ('320) in view of Feng et al ('514) and in further view of WO 01/45559 
Al has a Brightness Scaled Contrast of at least 50 in to function as described, specifically as a 
marking that is distinguishable due to a contrast level. 

Specifically regarding claims 32 and 33, WO 01/45559 Al specifically teaches that laser 
marking is advantageous because it permits the user to easily control the motion of the laser 
beam in such a way as to easily change the markings made firom one container to another. 
Further, it is well known to mark a plurality of containers when marking a single container is 
known. See, MPEP §2144.04(VI)(B), citing, In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 
1960) (..."mere duplication of parts has no patentable significance unless a new and unexpected 
result is produced."). Therefore, it would have been obvious for one of ordinary skill in the art to 
laser mark a plurality of containers with similar or different markings in the process of Martin et 
al ('320) in view of Feng et al ('514) and in further view of WO 01/45559 Al because of 
known advantages such as increased productivity and also because, WO 01/45559 Al 
specifically teaches that laser marking is advantageous because it permits the user to easily 
control the motion of the laser beam in such a way as to easily change the markings made fi-om 
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one container to another, hence suggesting laser marking a plurality of containers with similar or 
different markings. 

7. Claims 26 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
01/45559 Al in view of Feng et al C514). 

WO 01/45559 Al teaches the basic claimed process as described above. 

Regarding claims 26, although WO 01/45559 Al teaches letter and numeral marking, 
WO 01/45559 Al does not teach a bar code marking. However, the use of bar codes as a 
marking symbol is well known as evidenced by Feng et al ('514) who teach laser marking a bar 
code and that bar codes and data codes (numerals and letters) are equivalent marking alternatives 
(see col. 1, lines 9-17). Therefore, it would have been obvious for one of ordinary skill in the art 
to have marked a bar code as taught by Feng et al C514) by the laser process of WO 01/45559 
Al because, Feng et al ('514) specifically teach that bar codes and data codes (numerals and 
letters) are equivalent marking alternatives and also because bar codes provide more information 
to the end user as to the product, hence providing for an improved product. 

In regard to claim 28, although WO 01/45559 Al teaches laser marking, WO 01/45559 
Al does not teach a Nd:YAG laser. However, the use of Nd:YAG lasers for marking 
thermoplastic products is well known as evidenced by Feng et al ('514) who teach laser marking 
a thermoplastic substrate using a Nd:YAG laser (see col. 1, line 66 through col. 2, line 2). 
Therefore, it would have been obvious for one of ordinary skill in the art to have used a Nd:YAG 
laser as taught by Feng et al. ('514) in the process of WO 01/45559 Al because of known 
advantages that a Nd:YAG laser provides such as reduced spot dimensions, increased energy 
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density and also because, Feng et al, ('514) who specifically teach laser marking a thermoplastic 
substrate using a Nd:YAG laser, hence suggesting the use of a Nd:YAG laser in the process of 
WO 01/45559. 

8. Claims 31-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
01/45559 Al. 

WO 01/45559 A 1 teaches the basic claimed process as described above. 

Regarding claim 31, WO 01/45559 Al does not specifically teach a Brightness Scaled 
Contrast of at least 50. However, the process of WO 01/45559 Al specifically teaches a process 
for laser marking a container, wherein said marking is visible to a relative contrast level. As 
such, a given contrast level is required in order for the invention of WO 01/45559 A 1 to fiinction 
as described. Hence, it is submitted that the laser mark formed by the process of WO 01/45559 
Al has a Brightness Scaled Contrast of at least 50 in to function as described, specifically as a 
marking that is distinguishable due to a contrast level. 

In regard to claims 32 and 33, WO 01/45559 Al specifically teaches that laser marking is 
advantageous because it permits the user to easily control the motion of the laser beam in such a 
way as to easily change the markings made from one container to another. Further, it is well 
known to mark a plurality of containers when marking a single container is known. See, MPEP 
§2144.04(VI)(B), citing. In re Harza. 274 F.2d 669, 124 USPQ 378 (CCPA 1960) (..."mere 
duplication of parts has no patentable significance unless a new and unexpected result is 
produced."). Therefore, it would have been obvious for one of ordinary skill in the art to laser 
mark a plurality of containers with similar or different markings in the process of WO 01/45559 
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Al because of known advantages such as increased productivity and also because, WO 01/45559 
Al specifically teaches that laser marking is advantageous because it permits the user to easily 
control the motion of the laser beam in such a way as to easily change the markings made from 
one container to another, hence suggesting laser marking a plurahty of containers with similar or 
different markings. 

Response to Arguments 

9. Applicant's arguments filed June 26, 2006 have been considered. 

10. Applicant argues that WO 01/45559 does not teach a container formed from a 'laser- 
enhanced polymer" (see pages 8-9 of the amendment filed 6/26/2006). However, WO 01/45559 
Al teaches that the laser enhanced outer layer is an integral part of the container, /'.e., a coating, 
hence it is submitted that the container is made from a laser-enhanced material. Further, as 
presented above, WO 01/45559 Al also teaches directly laser marking the container, hence 
teaching a container made from a laser-enhanced material (see page 2, lines 26-27). 
Furthermore, it is noted that "the transitional term ^comprising,' which is synonymous with 
'including,' 'containing,' or 'characterized by,' is inclusive or open-ended and does not exclude 
additional, unrecited elements or method steps." See, MPEP §21 1 1.03, citing, Mars Inc. v. H.J. 
Heinz Co. , 377 F.3d 1369, 1376, 71 USPQ2d 1837, 1843 (Fed. Cir. 2004). 

11. All of Applicant's additional arguments (see pages 9-10 of the amendment filed 
6/26/2006) have been considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stefan Staicovici, Ph.D. whose telephone number is (571) 272- 
1208. The examiner can normally be reached on Monday-Friday 9:30 AM to 6:00 PM. 

■ 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson, can be reached on (571) 272-1 176. The fax phone number for the 
organization where this apphcation or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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